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response to the Examiner's Answer mailed on 10/272005. This Reply Brief is being 
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Reply to Examiner^s Answer : 

(A). Whether the Cited References Disclose All the Claim Limitations. 

In the Examiner's Answer, the Office contends that the combination of 
Kulakowski *455 and Stefansky *412 does provide a cartridge form factor per the 
claimed invention. The Appellant understands the Office to base this contention on the 
following premises and conclusion: 

1) 1^* premise: the Appellant has failed to provide any details pointing out the 
specifics of "tape cartridge form factor" and tape cartridge dimension, and 
thus, a tape cartridge form factor could be any shape; 

2) 2"^ premise: Appellant concurred that Stefansky discloses "a single disk drive 
which... conforms to the dimension of a tape..." and thus Stefansky's 
cartridge has a tape cartridge form factor. 

3) conclusion: therefore, the combination of Stefansky and Kulakowski provide 
a tape cartridge form factor per the claimed invention. 

With respect to the Office's contention that the Appellant has failed to provide 
any details pointing out the specifics of "tape cartridge form factor," the Appellant points 
out that the specification provides at least four examples of specific tape cartridge form 
factors, those being DAT, DDS, DLT, and LTO. The Appellant also contends that 
numerous tape cartridge form factors are well known to those of ordinary skill in the art. 

The Appellant has also argued, and continues to maintain, that the term "tape cartridge 
form factor," as known to those of ordinary skill in the art, implies both shape and 
dimension. The Office has not argued against this point, and provides no evidence to 
the contrary. Accordingly, one of ordinary skill in the art would know and understand 
that there are several known tape cartridge form factors and that any given tape 
cartridge form factor is associated with a given shape, dimensions and the like. 

The Appellant argues further that 35 U.S.C. 103 contains no requirements for 
any level of specificity and/or detail with respect to the definition of a given claim term. 

As a basis for its position that since Stefansky shows a tape cartridge form factor since 
it discloses a disk drive conforming to a dimension of a tape cartridge, the Office states 
that the exact shape of the claimed cartridge is not known, and that the exact dimension 
of the tape cartridge is not known, and that the mere mentioning of "tape cartridge form 
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factor" within the specification does not provide any structural distinctions as to exactly 
what the cartridge would resemble. 

As pointed out above, the Appellant contends that there is no requirement for the 
term "tape cartridge form factor" to be defined in terms of an exact dimension and/or in 
terms of an exact shape, nor is there any requirement that the specification define 
exactly what the cartridge would resemble. Besides, as is explained above, the 
specification provides examples of specific tape cartridge form factors known to those 
of ordinary skill in the art. 

The Office appears to accept that the Appellant's claim term, "tape cartridge form 
factor" is defined to include at least both size and shape of a cartridge. (Examiner's 
Reply, page 5, third paragraph.) The Office also accepts that Stefansky discloses a 
disk cartridge having only a dimension of a tape, and nothing more. (Id., page 6, first 
paragraph.) However, the Office then argues that since Stefansky discloses a disk 
drive which conforms only to the dimension of a tape [with no requirement for shape], 
then the disk drive of Stefansky has a tape cartridge form factor. 

The Appellant asserts that since the Office accepts that the Appellant has 
defined the term "tape cartridge form factor" to include both size and shape of the 
cartridge, and also accepts that Stefansky does not disclose a cartridge having the 
shape of a tape cartridge, then the Office cannot logically conclude that the cartridge 
of Stefansky has a tape cartridge form factor. 

The Office argues that the Appellant's specification indicates that the "tape 
cartridge form factor" could be in any shapes including the ones that are not known. 
The Appellant respectfully submits that the Office has misread the specification. The 
Appellant has reviewed the specification and finds no teaching, suggestion, or indication 
tending to imply that the "tape cartridge form factor" could be any shapes including the 
ones that are not known. 

Rather, at the place cited by the Office, the specification reads as follows: 
Also, the cartridge shell (111) preferably adheres to a 
known cartridge form factor such as, for example, a tape 
cartridge form factor. That is, the cartridge shell (111) can 
adhere to any one of a number of known form factors, such 
as those known by the designations of DAT, DDS, DLT, 
or LTO. 
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The Office points out that the Appellant's specification states, "it is understood, 
however, that [in accordance with one embodiment] the cartridge shell (111) need not 
adhere to a known cartridge form factor, and need not adhere to a tape cartridge form 
5 factor." Based on at least this statement in the specification, the Office concludes that 
the tape cartridge form factor could be any shapes including ones that are not known. 

However, the fact that the specification states that the cartridge shell (111) need 
not adhere to a tape cartridge form factor, in accordance with one embodiment, is not 
equivalent to a statement that the tape cartridge form factor could be any shape 
10 including ones that are not known. Furthermore, this statement in the specification has 
no bearing on whether the Appellant's claim term, "tape cartridge form factor" includes 
both dimension and shape. As is explained above, the accepted definition of "tape 
cartridge form factor" includes both dimension and shape. Thus, it does not logically 
follow, as suggested by the Office, that Stefansky provides a cartridge form factor per 
15 the claimed invention. 

As a further argument, the Appellant poses the following question: If Stefansky 
does discloses " a disk drive cartridge having a tape cartridge form factor ," as the Office 
argues, then why has the Office not employed Stefansky in an anticipation rejection of 
the Appellant's claims? The Appellant submits that the answer to this question is that 
20 Stefansky cannot be so employed in an anticipation rejection against the Appellant's 
claims for the sole reason that Stefansky does not disclose a disk drive cartridge 
having a tape cartridge form factor . 

For at least the reasons discussed above, the Appellant maintains that the prior 
art does not teach or suggest all the claim limitations, as is required under 35 
25 U.S.C. 103. 

(B). Whether there is Suggestion or Motivation to Combine References. 

In the Examiner's Answer, the Office maintains its argument that there is some 
suggestion or motivation found in the references themselves or in the knowledge 
30 generally available to one of ordinary skill in the prior art because "it would have been 
obvious for one of ordinary skill in the art to have provided Kulakowski HDD with a 
housing having the same dimensions of a magnetic tape housing because such HDD 
cover had been known in the art." 

Docket No 10004377-3 
Reply Brief 

4 



That is, the Office's argument, reduced to basic form, is that there is some 
motivation to combine reference X with reference Y because it would have been 
obvious to one of ordinary skill in the art to do so since reference X had been known in 
the art. 

5 The Appellant maintains that this argument by the Office does not amount to an 

objective reason to combine the reference teachings, and is therefore not sufficient to 
establish that there is some motivation or suggestion to combine the reference 
teachings. More specifically, a statement that modifications of the prior art to meet the 
claimed invention would have been well within the ordinary skill of the art because the 
10 references relied upon teach that all aspects of the claimed invention were known in the 
art (as the Office argues) is not sufficient to establish a prima facie case of obviousness. 
(MPEP 2143.01.) 

The Appellant notes further that the prior art must suggest the desirability of the 
claimed invention for prima facie obviousness. The Appellant contends that there is no 
15 evidence of any kind tending to show that the prior art suggests the desirability of the 
claimed invention. That is, there is no advantage, incentive, goal, or other such 
suggestion in the prior art as to why making the claimed invention would be desirable. 

For at least the reasons discussed above, the Appellant maintains that there is 
no suggestion or motivation either in the references themselves or in the knowledge 
20 generally available to one of ordinary skill in the art, to modify the reference or to 
combine the reference teachings, as is required under 35 U.S.C. 103. 

(C). Whether there is Reasonable Expectation of Success. 

In the Examiner's Answer, the Office states that the test for obviousness is not 

25 whether the features of a secondary reference may be bodily incorporated into the 
structure of the primary reference, nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. The Offices states further that the test 
is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art, and that as long as some motivation or suggestion to combine 

30 the references is provided by the prior art taken as a whole, the law does not require 
that the references be combined for the reasons contemplated by the inventor. 

The Appellant argues that these statements are immaterial to the question of 
whether the prior art conveys to those of ordinary skill in the art a reasonable 
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expectation of success in combining the references, as is required by 35 U.S.C. 103. 

That is, regardless of the legal principles embodied in the statements made by the 
Office, any evidence showing there was no reasonable expectation of success may 
support a conclusion of nonobviousness. (MPEP 2143.02.) 
5 The Appellant continues to argue that the device of Kulakowski depends upon 

the use of dual-ended cartridges and that Stefansky teaches a single ended cartridge. 

Therefore, there is no reasonable expectation of success in combining the teachings 
of Kulakowski with those of Stefansky because the respective teachings are 
totally divergent. 

10 Additionally, the cartridge configuration taught by Stefansky necessitates that a 

printed circuit board (14) is mounted to the exterior of the cartridge (cartridge includes 
cover (10) and base (12)). (Stefansky, col. 3, lines 46-59, figures 1 and 5.) Kulakowski 
teaches that the cartridges (2) are designed to be used with an automated library (50) 
that includes a gripper assembly/picker (62) for gripping and moving the cartridges. 

15 The Appellant submits that anyone of ordinary skill in the art would see that the 

cartridge configuration of Stefansky with its exterior-mounted printed circuit board could 
not be used with the gripper/picker of Kulakowski because the gripper/picker of 
Kulakowski would damage the exterior printed circuit board of Stefansky when gripping 
the Stefansky cartridge, and that such person of ordinary skill in the art would have no 

20 reasonable expectation of success in combining Stefansky and Kulakowski, as is 
required for obviousness. 

For at least the reasons discussed above, the Appellant maintains that there is 
no reasonable expectation of success when combining the reference teachings, as is 
required under 35 U.S.C. 103. 

25 
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Summary 

The Appellant considers claims 21-32 to be in condition for allowance, and 
respectfully requests the Board to overturn the final rejections of those claims, and 
further requests that those claims be allowed. 



Dated this 14th day of December, 2005. 



Respectfully submitted, 
Stephen V. Deckers (Appellant) 

Thomas A. Olson 
Attorney and Agent for Appellant 
Registration No. 44,271 
Telephone: (509) 327-4748 
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